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DETAILED ACTION 

Claims 24-26, 29-36 and 38 are currently pending in the instant application. 
Applicants have amended claims 24-26, 29, 30, 36 and 38 in an amendment filed on 
November 3, 2008. 

I. Response to Arguments/Remarks 

Applicants' amendment, filed on November 3, 2008, has overcome the rejection 
of claims 24-26, 29-36 and 38 under 35 USC 1 1 2, first paragraph as not being enabled 
for a solvate of a compound of formula 2 and the rejection of claims 36 and 38 under 35 
USC 112, first paragraph as not being enabled for inhibiting the replication of all 
retroviruses. The above rejections have been withdrawn. 

II. Rejection(s) 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 24 and 25 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The non-statutory subject matter is 
sorbicillacton A represented by formula 1 in claim 2. According to the original 
disclosure, sorbicillacton A is a natural compound (See page 2 in the specification). 
Since sorbicillacton A is a natural product and the hand of man is not involved in the 
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production of the compounds, Applicants can not receive a patent for a natural product. 
See MPEP 706.03(a). 

Claim Rejections - 35 USC §112, 1 st paragraph 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 29 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The "analogous acyl residue" of fumaric acid 
mentioned in step (c) of claim 29 is not defined in the specification so as to know the 
structures of the compounds that are included and/or excluded by the term. Therefore, 
the specification lacks adequate support for Claim 29. 

Claim Rejections - 35 USC § 112, second paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 26 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 26 is drawn to a method for the production of a 
compound of the general formula (2) wherein said method comprises growing a fungus 
of the genus Penicillium in a marine organism and isolating said compound from the 
culture medium and/or the fungal biomass. The structural formula (2) embraces 
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sorbicillacton A and derivatives of sorbicillacton A but the claim states that the "said 
compound" is isolated from the culture medium and/or fungal biomass. However, 
according to Applicants' specification, only the compound sorbicillacton A is isolated 
from the culture medium and/or fungal biomass and the sorbicillacton A is used to 
prepare the derivatives which fall under the structural formula (2). Claim 26 could be 
interpreted as the following that any of the compounds of formula (2) (i.e. sorbicillacton 
A and the derivatives of sorbicillacton A) are isolated from the culture medium and/or 
fungal biomass which makes all of the compounds of formula (2) natural products. 
According to Applicants' specification, the derivatives of sorbicillacton A are not natural 
products but are synthetic products. 

Claim 31 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The term "precursor" is not clearly defined in the specification 
so as to know the structures that are embraced by the term "precursor". Therefore, the 
claim is indefinite. 

III. Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shawquia Young whose telephone number is 571-272- 
9043. The examiner can normally be reached on 7:00 AM-3:30PM. 



Application/Control Number: 10/525,685 Page 5 

Art Unit: 1626 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on 571-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Shawquia Young/ 
Examiner, Art Unit 1626 
/Rebecca L Anderson/ 
Primary Examiner, Art Unit 1626 



